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DETAILED ACTION 

Receipt is acknowledged of declaration and request for extension of time filed on 
7/25/02. Claims 1-14 are pending in the application and the status of the application is as 
follows: 

Information Disclosure Statement 

1 . The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1.98(b) requires a list of all patents, publications, or other information 
submitted for consideration by the Office, and MPEP § 609 A(l) states, "the list may not be 
incorporated into the specification but must be submitted in a separate paper." Therefore, unless 
the references have been cited by the examiner on form PTO-892, they have not been 
considered. 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1-2, 4, 6-8, 10 and 12-14 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The following reasons apply: 
1) The expression " one or more neutralized esters of one or more monoglycerides, 
diglycerides, or both, of one or more saturated fatty acids with citric acid" is ambiguous 
and unclear as to applicant's intent. Glyceride by definition means esters of glycerol. 
Therefore what is meant by partially neutralized esters of one or more saturated monoglycerides 
and diglycerides? 
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2) The expression-saturated fatty acids are without metes and bounds. Recourse to the 
specification does not define the carbon chain length for the fatty acids. 

3) The expression retinoic esters are without metes and bounds. The specification does not define 
the carbon range for the retinoic ester at page 9. 

4) Claims 2 and 8 would better read by amending to " retinal, retinal esters, retinal, retinoic acid, 
and retinoic acid esters". 

4. Regarding claim 6, the phrase H and the like" renders the claim(s) indefinite because the 
claim(s) include(s) elements not actually disclosed (those encompassed by "or the like"), thereby 
rendering the scope of the claim(s) unascertainable. See MPEP § 2173.05(d). 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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7. Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of U. S. Patent 6,419,946B1('946) and U. S. Patent 5,985.296 ('296). 

The instant application is claiming composition or oil in water emulsion comprising: 

1 . Inclusion complexes of retinoids with cylcodextrin and the species is retinal gamma 
cylcodextrin complex. 

2. One or more neutralized esters of one or more monoglycerides, diglycerides, or both, 
of one or more saturated fatty acids with citric acid. The species is glyceryl stearyl 
citrate. 

The patent '946 teaches component 2 in cosmetic composition as a surfactant in the form of 
emulsions. See the abstract, see col.3, lines 5-20 and see lines 37-38 for the species and see the 
range at lines 45-46. See also col. 7 and the example. The patent does not teach component 1 . 
However the patent '296 teaches component 2 at col.2, lines 40 et seq and the species in 
cosmetic formulations at col.3, lines 5-30 and at lines 53-55 teaches that surfactants can be added 
to the cosmetic compositions. 

Accordingly it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to prepare compositions of '296 and combine it with the glyceryl 
stearylcitrate of '946, expecting beneficial effect to the hair. The motivation to use the glyceryl 
stearylcitrate stems from the teachings of "946 that the emulsions are stable on storage and have 
good cosmetic properties and the compound glyceryl stearylcitrate itself acts as a surfactant and 
therefore can be used in compositions without using any other surfactant. The idea of combining 
the ingredients flows logically from the art for having been used individually in cosmetic 
compositions. This is a prima facie case of obvious ness. 
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8. The specification has not been checked to the extent necessary to determine the presence 
of all possible minor errors. Applicant's cooperation is requested in correcting any errors of 
which applicant may become aware in the specification. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JYOTHSNA A VENKAT whose telephone number is 703-308- 
2439. The examiner can normally be reached on M-F, 9:30-6:30: 1st Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, THURMAN K PAGE can be reached on 703-308-2927. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-305-3592 for regular 
communications and 703-308-7924 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-1235. 

JYOTHSNA A VENKAT 
Primary Examiner 
Art Unit 1615 

*** 

October 18, 2002 



